United States Patent and Trademark Ofhce 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark OtBce 

Address: COMMISSIONER FOR PATENTS 



APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



ATTORNEY DOCKET NO. CONFIRMATION NO. 



10/584,822 06/26/200 
22511 7590 

OSHA LIANG L.L.P. 
TWO HOUSTON CENTER 
909 FANNIN, SUITE 3500 
HOUSTON, TX 77010 



Yoshio Sakurai 



FITZGERALD, JOHN P 



PAPER NUMBER 



NOTIFICATION DATE | DELIVERY MODE 
10/01/2009 ELECTRONIC 



Please find below and/or attached an Office communication concerning this application or proceeding. 

The time period for reply, if any, is set in the attached communication. 

Notice of the Office communication was sent electronically on above-indicated "Notification Date" to the 
following e-mail address(es): 

docketing@oshaliang.com 
buta@oshaIiang.com 



PTOL-90A (Rev. 04/07) 



KJtSiVrXS nvrliyjts OUff Iff fcff Jr 


Application No. 

10/584,822 


Applicant(s) 

SAKURAI ET AL. 


Examiner 

JOHN FITZGERALD 


Art Unit 

2856 





- The MAILING DATE of this communication appears on the cover sheet with the correspondence address — 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
eamed patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )^ Responsive to communication(s) filed on 26 June 2009 . 
2a )□ This action is FINAL. 2b)|3 This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) ^ Clalm(s) 1-18 is/are pending in the application. 

4a) Of the above claim(s) 1-11.17 and 18 is/are withdrawn from consideration. 

5) |EI Claim(s) 13-16 is/are allowed. 

6) |EI Claim(s) 12 is/are rejected. 

/)□ Claim(s) is/are objected to. 

8) 0 Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) 0 The specification is objected to by the Examiner. 

10)^ The drawing(s) filed on 26 June 2006 is/are: a)^ accepted or b)^ objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
1 !)□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12)S Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)^ All b)n Some * c)^ None of: 

1 .□ Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attach ment(s) 

1 ) ^ Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-41 3) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) Paper No(s)/Mail Date. 

3) ^ Information Disclosure Statement(s) (PTO/SB/08) 5) □ Notice of Informal Patent Application 

Paper No(s)/Mail Date 6/26/06: 5/19/09 . 6) □ Other: . 
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DETAILED ACTION 
Election/Restrictions 

1 . Applicant's election without traverse of Group II, claims 12-16 in the reply filed on 26 
June 2009 is acknowledged. Claims 1-11, 17 and 18 are withdrawn from consideration as being 

2. Claims 1-11, 17 and 18 are withdrawn from frirther consideration pursuant to 37 CFR 

1 .142(b) as being drawn to a nonelected invention, there being no allowable generic or linking 
claim. Election was made without fraverse in the reply filed on 26 June 2009 

Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invcntiiHi was patented or described in a printed publication in this or a foreign coimtiy or in pubUc use or on 
sale in this country, more than one year prior to tlie date of application for patent m the United States. 

4. Claim 12 is rejected under 35 U.S.C. 102(b) as being anticipated by US 5,395,446 to 
Kageyama et al. Kageyama et al. disclose a recovery tool having all of the claimed elements and 
functionality including adhering a droplet (14) to a substrate (12) and causing movement in 
order to inspect the substrate including a cylindrical section (20) with a central axis oriented 
vertically having an intemal space capable of accumulating a droplet, wherein the cylindrical 
section is provided at a side section with a groove (25) extending horizontally (note, the groove 
25 has an angular orientation having vertical and horizontal components, thus inherently 
extending both horizontally and vertically, thus meeting the broad recited limitation of 
"horizontally") to connect the intemal space to atmospheric space. See Figs. 12A, 12B and 15. 
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Allowable Subject Matter 

5 . Claims 1 3 - 1 6 are allowed over the Prior Art of record. 

Conclusion 

6. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. Apphcant is invited to review PTO form 892 accompanying this Office Action 
listing Prior Art relevant to the instant invention cited by the Examiner. 

7. Any inquiry concerning this communication or earlier communications fi-om the 
examiner should be directed to John Fitzgerald whose telephone number is (571) 272-2843. The 
examiner can normally be reached on Monday-Friday from 7:00 AM to 3:30 PM. If attempts to 
reach the examiner by telephone are unsuccessfiil, the examiner's supervisor, Hezron Williams, 
can be reached on (571) 272-2208. The cenfral fax phone number for the organization where 
this application or proceeding is assigned is 571-273-8300. Information regarding the status of 
an application may be obtained from the Patent Application Information Retrieval (PAIR) 
system. Status information for published applications may be obtained from either Private PAIR 
or Public PAIR. Status information for unpublished applications is available through Private 
PAIR only. For more information about the PAIR system, see ht^://pair-direct.uspto.gov. 
Should you have questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-217-9197 (toll-free). 

/John Fitzgerald/ 

Primary Examiner, Art Unit 2856 

9/27/09 



